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Technology Center 1 700 

Before ADRIFNF FFPIANF HANI ON. CHARFFS F. WARRFN. and 
CATHhRINF Q. TlM\l Admimstrtitivr Patent dudge.s. 

WARRFN, Administrative Patent Judge. 

CORRFC PFD DECISION ON APPFAF 
The Appeal is again before us on the Order of the Court of Appeals 
for iiie Federal Circuit granting the motion of the panics; to remand the 
Appeal for the limited purpose of correction of the erroneous omission of the 
term ""not' in the final sentence of the claim construction section jof our 
original Decision entered December 29, 2010 j, such that it should . . . read 
'and not otherwise surounded to any extent by replicated substrate 70."" /// 
re Benson, 2011-1312. slip op. at 2 (Fed. Cir. Nov. 28, 20 11). 
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W e have so corrected our original Decision by rhe entry of the 
initialized term "not" in die paragraph bridging page 1 ; 6-7 below. 

Because our correction of die original Decision materially changes the 
import of the claim construction section and thus of the original Decision, 
we enter this Corrected Decision as a new Decision on Appeal. Sec Baisoti. 
slip op. at 2. 

DECISION ON APPb.AL 

Applicants appeal to the Board from the decision of the Priman 
1 \arnmer finall> rejecting claims 16-23 and 40 in the Office Action mailed 
March lo. 200*;. 35 t .S.C. 6 and 134(a) (2002): 37 C.V.R. § 1.191<aXi > 
(2003); M.e also 37 C.V.R. § A 1.3 1 {at (September 2009}. 

\\ e affirm (he decision of ihe Primary bxaminer. 

Claim 16 illustrates Appellants" imention of a compound substrate, 
and is representative of the claims on appeal: 

1 b. A compound substrate, comprising: 

a replicated substrate having a sSructured surface: 

a plurality of machined substrate embedded in portions of the structured 
surface; and 

a pluralit) of cube corner elements that each form a cube comer pyramid 
having a machined substrate piece embedded in a portion of the structured 
surface and that each ha\c at least one compound face including a replicated 
substrate face and a macuincd substrate face. 

Appellants reque<: review of the ground of rejection under 35 U.S.C. 
^ 102(b) advanced on appeal; claims 16-23 and 40 o\er Nilsen (U.S. 
5.o57.U>2). Br. 6: Ans. 3. 

Appellants argue the claims in the ground of rejection as a group See 
centrally Br. Vhus. we decide this appeal based on claim 16. 37 C.F.R. 
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§ 4I.37(c.)(])(vii) (2009.!. 

Opinion 

Appellants contend that the Examiner erred in interpreting the claim 
term "embedded' 4 in the claim language "a plurality of machined substrate 
pieces embedded in portions of the structured surface [of the replicated 
substrate]'* of representative claim 16. and thus in finding that the claimed 
compound substrate encompassed by claim 16 is anticipated by Nilsen. Br., 
e.g.. 6-7. 

On this record, we cannot subscribe to Appellants' position. In this 
respect, we are in agreement with the Examiner's interpretation of the claim 
term "'embedded" in light of evidence In the Specification and finding of 
anticipation of claim 16 over Nilsen stated in the Answer, to which we add 
the following for emphasis with respect to Appellants' arguments. Ans. 3-5, 
I. 

Appellants submit that the interpretation of the term "embedded" is 
the issue on appeal, arguing that the term musi be given its common 
dictionary meaning of "[t]o fix firmly in a surrounding mass/" Br. 6. citing 
The American Heritage Dictionary of the English Language (4th ed., 
Houghton Mifflin Co., 2000). Appellants contend that the dictionary 
definition of the term "embedded'" reflects the disclosure in the Specification 
that, in forming replicated substrate 70 over machined substrate 23, as 
illustrated in Figures 6 and 6a, "[pjortions of the replicated substrate 70 
protrude into the machined substrate 28 to form a compound substrate S2 
(see also Fig. 9)." Br. 7-8. citing Spec. 1 1:5-20. Appellants contend that it 
is disclosed in the Specification that, as illustrated in Specification Figure 9, 
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"replicated substiate t^O) is bonded along at least a portion of the interface 

with the machined substrate (28) '* Br, S: sec .i/sv Br. citing Spec. 2(>:1 1 >- 

22. Appellants contend that Specification figure l > further illustrates the 

machining step which removes machined substrate 28 from replicated 

substrate ~0 except for protrusions 58 of machined substrate 28 which 

"remain embedded in the replicated ^.ubstraie "O." in forming compound 

substrate 82. Br. K citing Spec. 1 1:21 to 1 2:5, and 12:19 to 13:20. 

\\ e find that ihe Specification discloses that, a=> illustrated in 

Specification Figure 6a, 

due to the previous passivation and abrasion steps, the 
replicated substrate "0 adheres to the structured surface 50 
along the top surface 62 of the protrusions 58, but not along the 
passivation surfaces of the pyramids 56 and the side surfaces 
60, 61 of the protrusions 58. Portions of the replicated substrate 
70 protrude into the machined substrate 28 to form a compound 
substrate 82 (see also Fig. 9). 

Spec. 11:1 i-16. 

We find that the Specification further discloses that, as 

illustrated in Specification Figure 9, 

the compound substrate 82 comprises the machined substrate 28 
and ihe uri -separated replicated substrate 70. The interface 92 
between the structured surface 50 [of machined substrate 28] 
and the replicated substrate 70 is indicated by dashed line. 
Bonding at the interface 92, however, is limited to the abraded 
top surfaces 62 of the protrusions 58 [of machined substrate 
28]. The passivation layer prevents or minimizes adhesion 
along the remainder of the interface 92, such as along the 
pyramids 56 or the side surfaces 60. 61 of the protrusions 58. 

Spec. 12:19-25. 
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We find the Specification still further discloses that, illustrated in 

Specification Figure 9, 

[i]n some embodiments, the tool 101 may cut into the replicated 
substrate 70 such that the replicated -substrate may include a 
replicated or form portion and a machined portion. The distal 
ends or top surfaces 62 of the discrete pieces or protrusions 58 
from the machined substrate 28 are bonded to the replicated 
substrate "'O. Bottom or proximal portions of the ptomisions 58 
arc machined to form cube conK-t pyramids 1 20a. The 
promt-ions 58 on the machined substrate 28 remain embedded 
in the replicated substrate 70. 

Spec. 13.11-17. 

On this basR we are of the opinion that the hxaminer correct!) found 
that the Specification discloses to one of ordinary skill in the art that "the 
replicated substrate [70! and the machined substrate [2R] are only bonded 
together with [sir, which] creates an interface." and "jtjhere is no description 
in dte specification thai the machined substrate J28| is evermore than 
surface bonded in the replicated substrate [701" Ans. 4-5, citing Spec. 1 1 :5- 
20. The Examiner thus properly concludes that "the machined portions [58] 
are firmly surfaced bonded to the replicated substrate surface [70 j und 
surrounded b> replicated substrate [70] protrusions. ^ Ans, 5. Indeed, the 
disclosure in the Specification makes clear that, as illustrated, in 
Specification Fig. 0, protrusions 58 are piece* of machined substrate 28 
which remain in replicated substrate 70 after machining, and which are 
bonded only at top surfaces o2 and not along side surfaces 60, 6b 

Thus, we cannot agree with Appellants" position that the Specification 
supports the common dicfionary meaning of the terns "embedded." indeed, 
the definition ol" "embedded" relied on by Appellants read v "1. lo ftx firmh 
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in a surrounding mass: embed a pest in c< <t<creie: fr>s\>h cmhcdth-J ir shale " 
The . inieriean Heritage Dictionary of the Fngdsh L angnage 583. We 
determine that this defm-tion of "embedded" means that the surrounding 
muss holds in pUice the object embedded, which comports with the other 
definitions of the term: v '2. To enclose snugly or firmh . 3,1 o cause to be an 
integral part of a surrounding whole; 'a minor accuracy embedded in a 
larger untruth ' (Ian Jack)." Id. 

Indeed, on ihK record, there is no evidence in the disclosure in the 
Speeii Ication tiiat the protrusions 58 nieces remaining in substrate 70 are 
fixed firmly by the surrounding mass of replicated substrate 70 which would 
occur if tht, protrusions 58 pieces are '"embedded" in replicated substrate 70 
as specified in the dictionary definition. Indeed, to the contrary, the 
disclosed bonding of the remaining protinsions 58 pieces to replicated 
substrate 70 is only at top surfaces 62 and not along side surfaces oO, M 

We recognize that in giving the term "embedded'" the broadest 
reasonable interpretation in light of the usage of the term in the 
Specification: we have expanded the meaning of "embedded" bt\ond its 
common dictionary meaning. However, in this instance, it is clear from the 
disclosure in the Specification that the meaning of '"embedded" is not limited 
to die dictionary definition. Sec, e.g.. In re Icon Health and Fitnus*, Inc.. 
4% V 3d 1374, 1370 (Fed. C ir. 200"); FhiWp< v. AW! I Corp., 415 F.3d 
) 303. 1 .115 t fed. ( 'ir. 2005 i; In re Morris, 12 n F.3d 1 048, 1054 f Fed Cir. 
1997). 

Aeo»tdmgl>. v\e are of the opinion that the claim language "a 
plurality of machined substrate pieces embedded in pop ions of the 
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structured surface [of the rephcated substrate P of representative ebim In. 
means that protrusions 58 pieces oi machined substrate 2i> are attached to a 
surface of replicated substrate 70 and otherwise surrounded to any extent by 
rephcated substiate 7(1 

II. 

Appellants contend "'that Nilsen neither describes nor shows discrete 
pieces thai are fixed firmly in a sutroundin i: mass," as claimed, but instead, 
shows "forming 'transparent reflective metallic deposits the surface oj 
the microprism formations. 1 " Br, 6 5 citing Nilsen col. 2. 11. 64-65. and Fig. 
2: sac also Br. 9-12. In other words, "[ijn contrast {to a plurality of 
machined substrate embedded in portions of the structured surface as 
claimed], the metallic deposits of Nilsen are, by Nikon's own admission, 
merely amtad on ihc sarfacc oi the mieronrisms and not enclosed in 
anything." Br. 1 1 . 

We agree with the Examiner's findings that Nilsen would haw 
disclosed to one of ordinary skill in this art a compound substrate 
comprising microprism formations 26. which are a replicated substrate 
having a structured surface, and metallic deposits 30A-B, which are 
machined substrate pieces that are embedded in portions of microprisms 26. 
Ans. 3. citing Nilsen col. 2, II. 43-44. Sec aLsc Nilsen col. 2, 11. 35-50 and 
60-6". In these respects, we find that Nilsen would have disclosed to one of 
ordinary skill in the art an embodiment illustrated in Nilsen Figure 2 therein 
metallic deposits 3013 are coated on the surface of and surrounded by 
microprism formations 26. Nilsen col. 2. 11. 44-50. 

Thus, contrary to Appellant*' position, wc agree uith the I:\aminer \s 
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finding that Appellants' chimed "machined substrate portion is embedded, 
'fix firmly in a surro.mdmg mass,* in the same sense rhat Nilsen's coating is 
fixed firmly in a surrounding mass on the surface of the microprism 
formations.'" Ans. 4; see aho An<. 5. in other words. Appellants' disclosed 
"machined portions are firmly surfaced bonded to the replicated substrate 
surface and surrounded] by replicated ouhatrate protrusions . . , j wjhieh is 
the same struct ur- NUsei shows. e,g . a coating substrate selectively bonded 
!<> the microprism substrate and the coating substrate surrounded by 
microprism substrate protrusions." Ans. 5. This is all that claim 16 requires. 

Accordingly, on this, record, the Examiner has established, as a matter 
of fact, that Nilsen Figure 2 describes to one skilled in this art each and 
every limitation of the claimed invention encompassed b\ claim 16 arranged 
a-i required therein within the meaning of if 102(b). See, e.g.. Kuhiuui v. 
Kimbaiv-CIark C'>rp„ 713 F.2d 760, 772 (Fed. Cir. 1<>83) (anticipation is 
established when the dawn reads on something disclosed in the reference 
which meets ail of the limitations of the claim). 

III. 

Accordingly, based on our consideration of the totality of the record 
before its. v«c have weighed the evidence of anticipation found in Nilsen 
wiili Appellants ' countervailing c\ tdenec of and argument for non- 
anticipation and conclude, b\ a preponderance ot the evidence and weight of 
argument, that the claimed invention encompassed by appeased claims j 6-23 
and 40 would Stave been anticipated as a matter of fact under 
35 U.S.C. $ 102 (b). 

"t he Primarj Examiner's decision is affirmed. 
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Untteb States? Court of £Lppeafe 
for tiie jf eberal Ci'rttttt 



IN RE GERALD M. BENSON AND KENNETH L. 
SMITH 



2011-1311 
(Serial No, 11/061,327^ 



Appeal from the United States Patent uivi Trad<-rnar 
Office, Board of Patent Appeals and Interd-rc-ncci-. 



IN RE GERALD M. BENSON and KENNETH L. 

SMITH 



2011-1312 
(Serial No. 09/515.978) 



Appeal fmm the United Statot Patent and Trademai 
Office, Board ef Parent Appeals and Interferences. 



ON MOTION 



,[N RE BENSON 2 

Before Radek. Chief Judge, Dyk and O'M ALLEY, CYratie 

G'Malley, CirauS Jii^e. 

O R D E R 

The Director of the United States Patent and Trade- 
mark Office and the appellants jointly move to remand 
these appeals for further proceedings. 

The Director concedes that decisions of the Board of 
e n AppfM^ • tnt« i i > i noi >n the 

final sentence of the claim construction section, such t hai- 
it should have rend "and not otherwise surrounded to any 
extent by replicated substrate 70." The Director also 
.-.rates th;.<; the Board has confirmed that the omissions 
were in error and create inconsistencies within their 
re sp ective d.eci sions , 

Because the appellants' opening briefs rely on these 
omissions and the appellants join these motions for re- 
mand., we grant the motions to allow the Board to issue 
corrected decisions. If the appellants timely appeal those 
corrected decisions, the docketing fees for those appeals 
will be waived. 

Accordingly, 

It Is Ordered That: 

The rc.ri-.ions are granted for the limited purpose of 
remanding these appeals to allow the Board to correct the 
above-noted omissi ons 
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re; Sandra K. Nowak. Esq. 
Raymond T. Chen, Ebq. 
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